


“CHAMBERS OF
THE CHIEF JUSTICE

*f bune 13, 1978

Dear Potter.

Re: 77-642 Parker v. Flook

I join your dissent. I continue to find this a hard,
close case. I suspect we have not heard -the last of this
type of patent application in such a swiftly developlng
field.
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Mr. Justice Stewart

cc: The Conference
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CHAMBERS OF
" JUSTICE Wx. J. BRENNAN, JR.

RE: No. 77-642 Parker v. Flook

Dear John:

Please join me.

WA SERTAT w Swe— -

; Sincerely,

: pUTN4

Mr. Justice Stevens .

The conference
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MR. JUSTICE STEWART, dissenting. eirculated:

It is a commonplace that laws of nature, phyéical
phenomena, and abstract ideas are not patentable subject
matter.l/ A patent could not issue, in other words, on the
law of gravity, or the multiplication tables, or the phenomena
of magnetism, or the fact that water at sea level boils at 100
degrees centigrade and freezes at zero--even though newly

discovered. Le Roy v. Tatham, 14 How. 156, 175; Rubber-Tip

Pencil Co. v. Howard, 20 Wall 498, 507; O'Reilly v. Morse, 15

How. 62, 112-121; Tilghman v. Proctor, 102 U.S. 707; Mackay Co.

v. Radio Corp., 306 U.S. 86, 94; Funk Bros. Seed Co. v. Kalo

Co., 333 U.S. 127, 130.

The recent case of Gottschalk v. Benson, 409 U.S. 63,
s v

Ve

stands for no more than this long-established principle, which

the Court there stated in the following words:
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To: The Chis? Justice
#:r. Tusiice Brennan
e, Justice White
Ve, Justice Marshall
Hr, Justice Blackmun
Mr., Justice Powell
Hr. Justice Rahnquist |
Mr. Justice Stevens

From: Mr. Justica Stewart

Circulated:
_ 1st DRAFT Recirculatead 5_JUN 1978
SUPREME COURT OF THE UNITED STATES

No. 77-642

Lutrelle F. Parker, Acting Com-
missioner of Patents and On Writ of Certiorari ‘to

Trademarks, the United States Court
Petitioner, of Customs and Patent
V. Appeals,

Dale R. Flook. |
[June —, 1978]

Mg. JusTice STEWART, with whom THE CHIEF JusTiCcE and \
MR. JusTice REENQUIST join, dissenting.

It is a commonplace that laws of nature, physical phenom-
ena, and abstract ideas are not patentable subject matter.!
A patent could not issue, in other words, on the law of gravity,
or the multiplication tables, or the phenomena of magnetism,
or the fact that water at sea level boils at 100 degrees centi-
grade and freezes at zero—even though newly discovered.
Le Roy v. Tatham, 14 How. 156, 175; Rubber-Tip Pencil Co.
v. Howard, 20 Wall. 408, 507; O’Reilly v. Morse, 15 How. 62,
112-121; Tilghman v. Proctor, 102 U. 8. 707; Mackay Co. v.
Radio Corp., 306 U. S. 86, 94; Funk Bros. Seed Co. v. Kalo
Co.,333 U. S. 127, 130.

The recent case of Gottschalk v. Benson, 409 U. 8. 63, stands
for no more than this long-established principle, which the
Court there stated in the following words:

“Phenomena of nature, though just discovered, mental
processes, and abstract intellectual concepts are not pat-

135 U. 8. C. § 101 provides:
“Whoever invents or discovers any new and useful process, machine,

manufacture, or composition of matter, or any new and useful improvement
thereof, may obtain a patent therefor, subject to the conditions and

requirerients of this title,




ERD CHAMBERS OF - ¢
' JUSTICE BYRON R. WHITE : - June 12 ’

Re: 77—642 - Parker v. Flook

Dear John,
I cast a very shaky vote to affirm in
Your opinion, which I have examined with
, some care, now impresses me as the better
' view, but I shall await the dissent before
coming to rest.

Sincerely yours,
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Mr. Justice Stevens

Copies to the Conference ' P
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| this case but have been unsettled about it.
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) CHAMBERS OF
JUSTICE BYRON R. WHITE

Re: 77-642 - Parker v. Flook

Dear John, i
Please join me in your
opinion in this case.

Sincerely yours,

-
Mr. -Justice Stevens

- Copies to the Conference
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Dear John;
Please join me. |
Sincerely,
:.[‘oM!

e, st taven
cc:  The Conference *
| a
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Supreme GQonrt of the Vnited Sintes
Washington, B. §. 20543

CHAMBERS OF
JUSTICE HARRY A. BLACKMUN

April 28, 1978

Re: No., 77-642 - Parker v. Flook

Dear Chief: e -»..._,_,_\Q

/
vy .
After further consideration, I change my vote from
"tentatively to affirm® to/'ten’catively to reverse. "

v
\ Since';e‘lly,

— 0.

N

The Chief Justice

cc: The Conference
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Re: No. 77-642 - Parker v. Flook

Dear John:

: Please join me.

Sincerely,
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i Mr., Justice Stevens

cc: The Conference
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: Please join me. .
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Supreme Qonrt of the Huited States
Washington, B. €. 205%3

CHAMBERS OF
JUSTICE WILLIAM H. REHNQUIST

June 12, 1978

Re: No. 77-642 - Parker v. Flook

Dear Potter:
Please join me in your dissenting opinion in this case.

Sincerely,

Vel

Mr. Justice Stewart

Copies to the Conference




REPRODUGED FROM THE COLLECTIONS OF THE HANUSCRIPT*QIVISION§7
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T Y, tico Stewart
Mr. Justice White
Hr. Justice Marshald
- Ql,// Mr. Justice Blaokmun
U Mr. Justice Povell
Kr. Justice Rehnquiaf

‘Y‘ Prom: HWr. Justioce Stevens

f‘]‘ Circulated Wwo 78
77-642 - Lutrelle F. Parker v. Dale R. Flook AN ' - ‘
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Recirculated:

MR. JUSTICE STEVEYS delivered the opinion of the Court.

Respondent applied for a patent on a "Method For Updating
Alarm Limits." The only novel feature of the method is a

mathematical formula. In Gottschalk v. Benson, 409 U.S. 63, we

held that the discovery of a novel and useful! mathematica?
formula may not be patented. The question in this case is
whether the identification of a limited category of useful,
though conventional, post-solution applications of such a
formula makes respondent's method eligible for patent

protection.

=

An "alarm limit" is a number. During catalytic conversion
processes, operating conditions such as temperature, pressure,
and flow rates are constantly monitored. When any of these
"process variables" exceeds a predetermined "alarm limit," an
alarm may signal the presence of an abnormal condition
indicating either inefficiency or perhaps danger. Fixed alarm
limits may be appropriate for a steady operation, but during
transient operating situations, such as start-up, it may be

necessary to "update" the alarm limits periodically.
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To: The Chief Justice é
Mr. Justice Brennan
gl!;'. Justice Stewart

. Justice White L

' J/-'S) %//O/ /5 13 Mr. Justioe Marshall .

,19,’2 Mr. Justice Blaokmun;

Mr. Justice Powell |

Mr. Justice Rehnquis
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From: Mr. Justice Steveng
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Circulated: :
Buiked. JUNY 1974

Ba9iroulated:

§ ' _lst,éRA_li‘,'l‘ _
f .
SUPREME COURT OF THE UNITED STATES

No. 77-642
Lutrelle F. Parker, Acting Com-) .
missioner of Patents and On Writ of Certiorari to »
Trademarks, the United States Court Yy
Petitioner, of Customs and Patent »
V. Appeals. z,‘

Dale R. Flook. )

U

[June —, 1978]
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Mg, Justice STEVENS delivered the opinion of the Court.
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Respondent applied for a patent on a “Method For Updat-
ing Alarm Limits.” The only novel feature of the method is
a mathematical formula. In Gottschalk v. Benson, 409 U. 8.
63, we held that the discovery of a novel and useful mathe-
matical formula may not be patented. The question in this
case i1s whether the identification of a limited category of use- £
ful, though conventional, post-solution applications of such
a formula makes?‘i';gspondent’s method eligible for patent
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An “alarm limit” is a number. During catalytic conver- {
sion processes, operating conditions such as temperature, pres- 5

sure, and flow rates are constantly monitored. When any of
these “process variables” exceeds a predetermined ‘“alarm
limit,” an alarm may signal the presence of an abnormal con-
dition indicating either inefficiency or perhaps danger. Fixed
alarm limits may be appropriate for a steady operation, but
during transient operating situations, such as start-up, it may
be necessary to “update” the alarm limits periodically.
ReSpoqdent’s patent application describes a method of up-
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Supreme Qonrt of the Pnited Stntes
Waslington, B. 4. 20543

CHAMBERS OF

JUSTICE JOHN PAUL STEVENS

June 21, 1978

MEMORANDUM TO THE CONFERENCE

RE: Cases held for No. 77-642 - Parker v. Flook

The only case held for Parker v. Flook is Parker v. Bergy,
77-1503.

Bergy sought a patent for a microbiological process for
preparing the antibiotic lincomycin. The process utilized a
newly discovered microorganism. In addition to his process
claim, Bergy also sought a patent for the newly discovered
microorganism itself. The patent examiner accepted the process
claims but rejected the claim on the organism itself. The
Board of Appeals also rejected the claim on the organism,
reasoning that a "living organism"” is not patentable subiect
matter under 35 U.S.C. § 101. A divided Court of Customs and
Patent Appeals reversed. Judge Rich, writing for the maijority,
argued that microorganisms are, in effect, "tools" of the
chemical industry and that they fall within the terms
"manufacture” and "composition of matter"™ in § 101. The
dissent, relying primarily on the fact that there is a separate
Plant Patent Act, 35 U.S.C. §§ 161-164, concluded that a living
organism is not patentable subject matter.

The issue in this case is clearly distinct from that in
Flook~-patentability of mathematical algorithms as subiect
matter "processes" under § 101, as opposed to patentability of
microorganisms as subject matter "manufactures" or
"compositions of matter® under § 101. 1In at least two
respects, however, Flook does have a significant bearing on the
reasoning used in Bergy.

First, in concluding that living organisms are patentable
subject matter, the court relied on the following argument:
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